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DETAILED ACTION 

1. Claims 1-35 are pending. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

3. Claims 1-4, 8-10, 12-23, 25-28 and 30-35 are rejected under 35 
U.S.C. 102(e) as being anticipated by Bowler, U.S. Patent Application No. 
2002/0174329. 

As per claim 1, Bowler discloses a method for dynamically updating 
software stored on one or more installation media for installation on at 
least one destination machine (p. 2 col. L8-10, "a method for automatically 
transitioning files (i.e. installing software) from a source computing system to a 
target computing system", and p. 9 col. R: 18-21, "(The process may dynamically 
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update software stored on an installation media, in such a way that the 
destination machine receives) new settings (i.e. software) 'calculated' from the 
old settings on a (installation media)"), said method comprising: 

- obtaining update content from one or more update media remote 
from the destination machine (p. 9 col. R:20-24, "(The) process may also be 
used for extracting configuration settings (i.e. obtaining update content) from 
multiple ... computing systems (i.e. update media) that are local or remote, and 
conglomerating them"), 

- merging the update content at the destination machine with the 
software on the installation media prior to installing the software on the 
destination machine (p. 9 col. R:20-24, "(The) process may also be used for 
extracting configuration settings (i.e. update content and software) from multiple 
... computing systems that are local or remote, and conglomerating them"). 

As per claim 2, the rejection of claim 1 is incorporated and further, Bowler 
discloses that obtaining update content from one or more media remote 
from the destination machine via a network (p. 2 col. R:55-57 "including 
intermediate computing systems or computer networks (e.g. the Internet or an 
intranet, etc.) between the source computing system (i.e. remote media) and the 
target computing system (i.e. destination machine)"). 

As per claim 3, the rejection of claim 2 is incorporated and further, Bowler 
discloses that the network is the Internet (p. 2 col. R:55-57 "including 
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intermediate computing systems or computer networks (e.g. the Internet or an 
intranet, etc.) between the source computing system (i.e. remote media) and the 
target computing system (i.e. destination machine)"). 

As per claim 4, the rejection of claim 1 is incorporated and further, Bowler 
discloses that the update content includes at least one file (p. 1 col. L22-24 
"a method and system for automatic transitioning of files among computer 
systems"). 

As per claim 8, the rejection of claim 1 is incorporated and further, Bowler 
discloses that obtaining update content comprises: 

- analyzing hardware or software or both on the destination machine, 
and obtaining, from the one or more update media remote from the 
destination machine, update content specific to the analyzed hardware or 
software or both on the destination machine (p. 5 col. R:51-54 "(The system 
analyzes the hardware and/or software of the destination machine and) will not 
install configuration settings (and software) for network applications that are not 
available on the (destination machine)"). 

As per claim 9, the rejection of claim 8 is incorporated and further, Bowler 
discloses one or more computer readable media having computer- 
executable instructions for performing the method recited (p. 18 col. R:14- 
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15 "A computer readable medium having stored therein instructions for causing 
a processor to execute the method (of the invention)"). 

As per claim 10, the rejection of claim 1 is incorporated and further, 
Bowler discloses that the software comprises operating system software or 
application program software or both (p. 1 col. L35-37 "updated versions of 
operating systems, new software applications and other improved features"). 

As per claim 12, the rejection of claim 1 is incorporated and further, 
Bowler discloses extracting at least one file from the update content (p. 5 col. 
R:57-59 "If the target computing system does not have TCP/IP installed, (then 
the system extract that file from the update content)"). 

As per claim 13, the rejection of claim 1 is incorporated and further, 
Bowler discloses that pre-processing the update content in preparation for 
installation (p. 5 col. R:47-50 "The (update content is pre-processed based on) 
... the operating system (and) services available on the target computing system, 
(then applied to the target computing system)"). 

As per claim 14, the rejection of claim 1 is incorporated and further, 
Bowler discloses that the software comprises one or more files (p. 1 col. L22- 
24 "a method and system for automatic transitioning of files among computer 
systems"), and further comprising searching the update content for each of 
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the files, and searching the one or more installation media for each of the 
files not found in the update content (p. 5 col. R:47-50 "The (update content 
is located and) ... applied to the target computing system)"). 

As per claim 15, the rejection of claim 14 is incorporated and further, 
Bowler discloses specifying registry (settings) to automate installation of the 
updated software (p. 5 col. R:28-45 "Exemplary configuration settings included 
in the (system, include) registry settings"). 

As per claim 16, the rejection of claim 14 is incorporated and further, 
Bowler discloses one or more computer readable media having computer- 
executable instructions for performing the method recited (p. 18 col. R:14- 
15 "A computer readable medium having stored therein instructions for causing 
a processor to execute the method (of the invention)"). 

As per claims 17-23, 25-28 and 30-35 , Bowler also discloses such 
claimed limitations as addressed in claims 1-4, 8, 10 and 13 above. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
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be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 5-7,11, 24 and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bowler, U.S. Patent Application No. 2002/0174329 in view of 
Delo, U.S. Patent No. 6,237,144. 

As per claim 5, the rejection of claim 1 is incorporated and further, Bowler 
doesn't explicitly discloses that the update content includes a patch. 

However, Delo, in an analogous environment, discloses that the update 
content includes a patch (col. 9:43-45, "software developers are able to provide 
enhancements, upgrades, patches, etc."). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art, at the time the invention was made, to incorporate the teachings of Delo into 
the system of Bowler to have the update content include a patch. The 
modification would have been obvious because one of ordinary skill in the art 
would have wanted the flexibility of making changes to existing software without 
having to use the time and bandwidth required to replace the existing software. 

As per claim 6, the rejection of claim 5 is incorporated and further, Bowler 
discloses modifying the software on the installation media prior to 
installation on the destination machine (p. 9 col. R:20-24, "(The) process may 
also be used for extracting configuration settings (i.e. update content and 
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software) from multiple ... computing systems that are local or remote, and 
conglomerating them (i.e. modifying them)"). 

Bowler doesn't explicitly disclose that the patch modifies the software on 
the installation media prior to installation on the destination machine. 

However, Delo, in an analogous environment, discloses the use of a 
patch (col. 9:43-45, "software developers are able to provide enhancements, 
upgrades, patches, etc."). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art, at the time the invention was made, to incorporate the teachings of Delo into 
the system of Bowler to have the patch modify the software on the installation 
media prior to installation on the destination machine. The modification would 
have been obvious because one of ordinary skill in the art would have wanted 
the flexibility of making changes to existing software, in any location, without 
having to use the time and bandwidth required to replace the existing software. 

As per claim 7, the rejection of claim 1 is incorporated and further, Bowler 
doesn't explicitly disclose that the update content includes a driver for 
controlling hardware on the destination machine (col. 7:17-20 "associated 
device drivers provide the basic interface between the computer's hardware and 
software resources"). 

However, Delo, in an analogous environment, discloses that the update 
content includes a driver for controlling hardware on the destination 
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machine (col. 7:17-20 "associated device drivers provide the basic interface 
between the computer's hardware and software resources"). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art, at the time the invention was made, to incorporate the teachings of Delo into 
the system of Bowler to have the update content include a driver. The 
modification would have been obvious because one of ordinary skill in the art 
would have wanted to update the destination computer to allow it to control 
additional hardware devices. 

As per claim 1 1 , the rejection of claim 1 is incorporated and further, 
Bowler discloses that merging the update content with the software 
comprises one of the following: replacing, and adding to the software on 
the one or more installation media (p. 9 col. R:20-24, "(The) process may also 
be used for extracting configuration settings (i.e. update content and software) 
from multiple ... computing systems that are local or remote, and conglomerating 
them", and p. 5 col. R:57-59 "If the target computing system does not have 
TCP/IP installed, (then the system extracts that file from the update content)"). 

Bowler doesn't explicitly disclose patching. However, Delo, in an 
analogous environment, discloses the use of a patch (col. 9:43-45, "software 
developers are able to provide enhancements, upgrades, patches, etc."). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art, at the time the invention was made, to incorporate the teachings of Delo into 
the system of Bowler to have the update content include a patch. The 
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modification would have been obvious because one of ordinary skill in the art 
would have wanted the flexibility of making changes to existing software without 
having to use the time and bandwidth required to replace the existing software. 



As per claims 24 and 29, the Bowler/Delo combination also discloses such 
claimed limitations as addressed in claims 5 and 7 above. 



Double Patenting 



6. A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

7. A statutory type (35 U.S.C. 101 ) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 



8. Claims 1-35 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 1-19, 21-25, 27-32 and 35-39 of copending 
Application No. 10044570. This is a provisional double patenting rejection since 
the conflicting claims have not in fact been patented. 
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Conclusion 



9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Andre R. Fowlkes whose telephone number 
is (703)305-8889. The examiner can normally be reached on Monday - Friday, 
8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tuan Q. Dam can be reached on (703)305-4552. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). A 
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